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SERIAL NUMBER 85971050

LAW OFFICE
ASSIGNED

LAW OFFICE 108

MARK SECTION (no change)

ARGUMENT(S)

I.          LIKELIHOOD OF CONFUSION REFUSAL
 
            The Examining Attorney has refused the Application, finding that the proposed mark, FULL-ON (the
“Mark”) is confusingly similar to a previous registered mark.  First, Applicant respectfully notes that it has
amended its application as follows: “Athletic apparel, namely, t-shirts, shirts, pants, shorts, sweatshirts,
sweatpants, tank tops, underwear, socks, jackets, coats, hats, crop pants, tights, leg warmers, leggings,
leotards, bodysuits, headbands, pajamas and shoulder wraps, all for men, women and children; all of the
foregoing expressly excluding cosmetics” in Class 25.  Thus, in light of Applicant’s revised goods/services,
which specifies that all of the referenced apparel products are athletic apparel, and also expressly excludes
cosmetics, and the arguments submitted herein, Applicant’s Mark is not likely to be confused with the Cited
Registration:
 

·         U.S. Reg. No. 4505979 for the mark FULL-ON, owned by Bare Escentuals, for use in
connection with “cosmetics”   in Class 3.

 
            Applicant asserts that the mark FULL-ON and the Cited Mark are not likely to be confused as such
the likelihood of confusion refusal should be withdrawn, thereby allowing the Application to proceed to
publication in Class 25.
 
            A.         THE MARK FULL-ON AND THE CITED MARK ARE USED IN CONNECTION WITH
                                 DISSIMILAR SERVICES SUCH THAT THERE IS NO LIKELIHOOD OF CONFUSION.
 
            In an ex parte appeal, the issue of likelihood of confusion typically revolves around the similarity or
dissimilarity of the marks and the relatedness of the goods or services.  See TMEP §1207.01; In re E.I. du
Pont de Nemours & Co., 476 F.2d 1357 (C.C.P.A. 1973).  The issue is not whether the actual goods are
likely to be confused, but, rather, whether there is a likelihood of confusion as to the source of the goods. 
Id.  See also, In re Shell Oil Co., 992 F.2d 1204 (Fed. Cir. 1993).
 
            The goods/services intended to be offered by the Applicant and the goods/services allegedly offered
by the owner of the Cited Mark are vastly different such that a likelihood of confusion will not occur. 
Applicant respectfully notes that the nature of the goods/services offered by the parties relates to separate
and distinct fields, such that even the classification of goods/services occupies different unrelated classes.
Specifically, Applicant offers an active wear apparel line for use in connection with yoga and sports. See
True and correct copy of Lululemon Full-on Luon, available at <
http://shop.lululemon.com/products/category/meet-full-on-luon-fabric?pagesize=All>, attached hereto as



Exhibit A.  In  contrast, the Cited Mark is used in association with cosmetics, specifically lipstick. Unlike
Applicant’s Mark, which is used in connection with apparel manufactured for a specific purpose,  the Cited
Mark is used in connection with a variety of lipstick shades ranging from dark to light, and appears to simply
be evocative of the term “full-lips.”  See True and correct copy of Bare Escentuals Full-on Lip Polish,
available at < http://www.bareescentuals.com/Buxom-Big-Healthy-Lip-Polish---
Bunny/USMasterBuxom,en_US,pd.html >, attached hereto as Exhibit B. 
 
            Additionally, Applicant’s goods/services and the goods/services associated with the Cited Mark are
directed toward separate groups of consumers. Specifically, consumers of Cited goods/services are seeking
out a lipstick, which is very rarely if ever associated with athletics, whereas consumers of Applicant’s
goods/services are interested in purchasing active wear that maximizes stretch and agility in order to
enhance athletic performance. Given the distinct nature of the goods at issues and the intended uses of
such goods, there is little chance that consumers would confuse the goods offered under the marks at issue.
  
 
            B.                     THE TERMS “FULL ON” ARE COMMONLY USED AND REGISTERED   AND
                                        SHOULD BE GRANTED A NARROW SCOPE OF PROTECTION

 
The combined term “FULL ON” and terms similar thereto have common use and co-exist on the Register. 
The Trademark Trial and Appeal Board and the courts have recognized that weak designations may be
entitled to a narrower scope of protection than an entirely arbitrary or coined word. TMEP § 1207.01(b)(ix);
see also, In re Central Soya Company, Inc., 220 USPQ 914 (TTAB 1984). The co-existence of several
marks containing “FULL ON” or close variations thereof, for similar or identical goods on the Register
indicate that the combined term “FULL ON” and similar variations thereof is a weak designation entitled to
narrow protection. Applicant has set forth an illustrative list of registered marks co-existing on the Register,
which in whole or in part contain the term “FULL ON” or similar variations thereof.
 

·         FULL ON (Reg. No. 4205425) for use in connection with “educational services, namely,
conducting workshops and seminars in the field of business, motivation, self-help and personal
empowerment and distribution of course material in connection therewith; life coaching services in
the field of motivation, self-help and personal empowerment; on-line journals, namely, blogs
featuring information in the field of business, motivation, self-help and personal empowerment;
personal coaching services in the field of motivation, self-help and personal empowerment
motivation, self-help and personal empowerment; professional coaching services in the field of
motivation, self-help and personal empowerment; providing online newsletters in the field of
business, motivation, self-help and personal empowerment via e-mail” in Class 41.
·         FULL ON (Reg. No. 2912001) for use in connection with “sports drinks, energy drinks, soft
drinks” in Class 32.
·         FOJ FULL ON JACKLEG (Reg. No 3474285) for use in connection with “long sleeve t-shirts,
short sleeve t-shirts, caps, sweatshirts, pants, and shorts” in Class 25.
·         LIFE ON FULL (Reg. No. 4376944) for use in connection with “promoting the sale of goods and
services of others in the automotive industry by dissemination of promotional materials and product
information through an online global computer network, through the distribution of printed material,
audio and video recordings, television and radio advertising, online advertising, Internet web sites,
and promotional contests” in Class 35.
·         DR. BOS FULL BODY FULL ON (Reg. No. 3856069) for use in connection with “weight
reduction diet planning and supervision; providing information about dietary supplements and
nutrition; nutrition counseling in the fields of food combining and choices; counseling services in the
field of lifestyle wellness planning; providing cold laser therapy for aiding weight loss; providing
colon hydrotherapy for medical purposes; medical testing for blood type; alternative medical
services, namely, detoxification and colon cleansing services; alternative medical services, namely,
digital pulsewave analyzing for medical diagnostic or treatment purposes; consulting services in the
field of physical health and wellness” in Class 44.

 
True and correct copies of these registrations, as found on the official U.S. Patent and Trademark Office



website are attached hereto as Exhibit C.  Due to the co-existence of several other registrations
incorporating or comprised primarily of the combined term “FULL ON” or similar variations thereof on the
Register, the Cited Mark should be afforded a narrow scope of protection.  As such, Applicant respectfully
requests that the likelihood of confusion refusal be withdrawn and that the Application be allowed to proceed
to publication.
 
II.         CONCLUSION
 
            In light of the above, no likelihood of confusion exists between Applicant’s FULL-ON mark, and the
mark identified in the Cited Registration. Therefore, Applicant respectfully requests that the Examining
Attorney withdraw his likelihood of confusion refusal and allow the Application to proceed to publication in
Class 25.
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DESCRIPTION OF
EVIDENCE FILE

exhibits in support of Response to Office Action, including web site
screenshots and USPTO records.

GOODS AND/OR SERVICES SECTION (current)

INTERNATIONAL
CLASS 025

DESCRIPTION

Clothing, namely, t-shirts, shirts, pants, shorts, sweatshirts, sweatpants, tank tops, underwear, socks,
jackets, coats, hats, crop pants, tights, leg warmers, leggings, leotards, bodysuits, headbands, pajamas
and shoulder wraps, all for men, women and children

FILING BASIS Section 1(b)

GOODS AND/OR SERVICES SECTION (proposed)

INTERNATIONAL
CLASS 025

TRACKED TEXT DESCRIPTION

Clothing, namely, t-shirts, shirts, pants, shorts, sweatshirts, sweatpants, tank tops, underwear, socks,
jackets, coats, hats, crop pants, tights, leg warmers, leggings, leotards, bodysuits, headbands, pajamas
and shoulder wraps, all for men, women and children; Athletic apparel, namely, t-shirts, shirts, pants,
shorts, sweatshirts, sweatpants, tank tops, underwear, socks, jackets, coats, hats, crop pants, tights, leg
warmers, leggings, leotards, bodysuits, headbands, pajamas and shoulder wraps, all for men, women and
children; all of the foregoing expressly excluding cosmetics

FINAL DESCRIPTION

Athletic apparel, namely, t-shirts, shirts, pants, shorts, sweatshirts, sweatpants, tank tops, underwear,
socks, jackets, coats, hats, crop pants, tights, leg warmers, leggings, leotards, bodysuits, headbands,
pajamas and shoulder wraps, all for men, women and children; all of the foregoing expressly excluding
cosmetics

FILING BASIS Section 1(b)

SIGNATURE SECTION

RESPONSE
SIGNATURE /David M. Kramer/

SIGNATORY'S NAME David M. Kramer

SIGNATORY'S
POSITION Attorney of record, District of Columbia bar member
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SIGNATORY'S PHONE
NUMBER 202-799-4153

DATE SIGNED 05/19/2015

AUTHORIZED
SIGNATORY YES

CONCURRENT
APPEAL NOTICE
FILED

NO

FILING INFORMATION SECTION

SUBMIT DATE Tue May 19 19:51:31 EDT 2015

TEAS STAMP
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Request for Reconsideration after Final Action
To the Commissioner for Trademarks:

Application serial no. 85971050 has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

I.          LIKELIHOOD OF CONFUSION REFUSAL
 
            The Examining Attorney has refused the Application, finding that the proposed mark, FULL-ON (the
“Mark”) is confusingly similar to a previous registered mark.  First, Applicant respectfully notes that it has
amended its application as follows: “Athletic apparel, namely, t-shirts, shirts, pants, shorts, sweatshirts,
sweatpants, tank tops, underwear, socks, jackets, coats, hats, crop pants, tights, leg warmers, leggings,
leotards, bodysuits, headbands, pajamas and shoulder wraps, all for men, women and children; all of the
foregoing expressly excluding cosmetics” in Class 25.  Thus, in light of Applicant’s revised goods/services,
which specifies that all of the referenced apparel products are athletic apparel, and also expressly excludes
cosmetics, and the arguments submitted herein, Applicant’s Mark is not likely to be confused with the Cited
Registration:
 

·         U.S. Reg. No. 4505979 for the mark FULL-ON, owned by Bare Escentuals, for use in connection
with “cosmetics”   in Class 3.

 
            Applicant asserts that the mark FULL-ON and the Cited Mark are not likely to be confused as such the
likelihood of confusion refusal should be withdrawn, thereby allowing the Application to proceed to publication



in Class 25.
 
            A.         THE MARK FULL-ON AND THE CITED MARK ARE USED IN CONNECTION WITH
                                 DISSIMILAR SERVICES SUCH THAT THERE IS NO LIKELIHOOD OF CONFUSION.
 
            In an ex parte appeal, the issue of likelihood of confusion typically revolves around the similarity or
dissimilarity of the marks and the relatedness of the goods or services.  See TMEP §1207.01; In re E.I. du
Pont de Nemours & Co., 476 F.2d 1357 (C.C.P.A. 1973).  The issue is not whether the actual goods are likely
to be confused, but, rather, whether there is a likelihood of confusion as to the source of the goods.  Id.  See
also, In re Shell Oil Co., 992 F.2d 1204 (Fed. Cir. 1993).
 
            The goods/services intended to be offered by the Applicant and the goods/services allegedly offered
by the owner of the Cited Mark are vastly different such that a likelihood of confusion will not occur.  Applicant
respectfully notes that the nature of the goods/services offered by the parties relates to separate and distinct
fields, such that even the classification of goods/services occupies different unrelated classes. Specifically,
Applicant offers an active wear apparel line for use in connection with yoga and sports. See True and correct
copy of Lululemon Full-on Luon, available at <http://shop.lululemon.com/products/category/meet-full-on-luon-
fabric?pagesize=All>, attached hereto as Exhibit A.  In  contrast, the Cited Mark is used in association with
cosmetics, specifically lipstick. Unlike Applicant’s Mark, which is used in connection with apparel
manufactured for a specific purpose,  the Cited Mark is used in connection with a variety of lipstick shades
ranging from dark to light, and appears to simply be evocative of the term “full-lips.”  See True and correct
copy of Bare Escentuals Full-on Lip Polish, available at < http://www.bareescentuals.com/Buxom-Big-Healthy-
Lip-Polish---Bunny/USMasterBuxom,en_US,pd.html >, attached hereto as Exhibit B. 
 
            Additionally, Applicant’s goods/services and the goods/services associated with the Cited Mark are
directed toward separate groups of consumers. Specifically, consumers of Cited goods/services are seeking
out a lipstick, which is very rarely if ever associated with athletics, whereas consumers of Applicant’s
goods/services are interested in purchasing active wear that maximizes stretch and agility in order to enhance
athletic performance. Given the distinct nature of the goods at issues and the intended uses of such goods,
there is little chance that consumers would confuse the goods offered under the marks at issue.  
 
            B.                     THE TERMS “FULL ON” ARE COMMONLY USED AND REGISTERED   AND
                                        SHOULD BE GRANTED A NARROW SCOPE OF PROTECTION

 
The combined term “FULL ON” and terms similar thereto have common use and co-exist on the Register. 
The Trademark Trial and Appeal Board and the courts have recognized that weak designations may be
entitled to a narrower scope of protection than an entirely arbitrary or coined word. TMEP § 1207.01(b)(ix);
see also, In re Central Soya Company, Inc., 220 USPQ 914 (TTAB 1984). The co-existence of several marks
containing “FULL ON” or close variations thereof, for similar or identical goods on the Register indicate that
the combined term “FULL ON” and similar variations thereof is a weak designation entitled to narrow
protection. Applicant has set forth an illustrative list of registered marks co-existing on the Register, which in
whole or in part contain the term “FULL ON” or similar variations thereof.
 

·         FULL ON (Reg. No. 4205425) for use in connection with “educational services, namely,
conducting workshops and seminars in the field of business, motivation, self-help and personal
empowerment and distribution of course material in connection therewith; life coaching services in the
field of motivation, self-help and personal empowerment; on-line journals, namely, blogs featuring
information in the field of business, motivation, self-help and personal empowerment; personal
coaching services in the field of motivation, self-help and personal empowerment motivation, self-help
and personal empowerment; professional coaching services in the field of motivation, self-help and
personal empowerment; providing online newsletters in the field of business, motivation, self-help and
personal empowerment via e-mail” in Class 41.
·         FULL ON (Reg. No. 2912001) for use in connection with “sports drinks, energy drinks, soft drinks”
in Class 32.
·         FOJ FULL ON JACKLEG (Reg. No 3474285) for use in connection with “long sleeve t-shirts, short



sleeve t-shirts, caps, sweatshirts, pants, and shorts” in Class 25.
·         LIFE ON FULL (Reg. No. 4376944) for use in connection with “promoting the sale of goods and
services of others in the automotive industry by dissemination of promotional materials and product
information through an online global computer network, through the distribution of printed material,
audio and video recordings, television and radio advertising, online advertising, Internet web sites, and
promotional contests” in Class 35.
·         DR. BOS FULL BODY FULL ON (Reg. No. 3856069) for use in connection with “weight reduction
diet planning and supervision; providing information about dietary supplements and nutrition; nutrition
counseling in the fields of food combining and choices; counseling services in the field of lifestyle
wellness planning; providing cold laser therapy for aiding weight loss; providing colon hydrotherapy for
medical purposes; medical testing for blood type; alternative medical services, namely, detoxification
and colon cleansing services; alternative medical services, namely, digital pulsewave analyzing for
medical diagnostic or treatment purposes; consulting services in the field of physical health and
wellness” in Class 44.

 
True and correct copies of these registrations, as found on the official U.S. Patent and Trademark Office
website are attached hereto as Exhibit C.  Due to the co-existence of several other registrations incorporating
or comprised primarily of the combined term “FULL ON” or similar variations thereof on the Register, the
Cited Mark should be afforded a narrow scope of protection.  As such, Applicant respectfully requests that the
likelihood of confusion refusal be withdrawn and that the Application be allowed to proceed to publication.
 
II.         CONCLUSION
 
            In light of the above, no likelihood of confusion exists between Applicant’s FULL-ON mark, and the
mark identified in the Cited Registration. Therefore, Applicant respectfully requests that the Examining
Attorney withdraw his likelihood of confusion refusal and allow the Application to proceed to publication in
Class 25.

EVIDENCE
Evidence in the nature of exhibits in support of Response to Office Action, including web site screenshots
and USPTO records. has been attached.
Original PDF file:
evi_20620511710-20150519193227319083_._A.pdf
Converted PDF file(s)  ( 3 pages)
Evidence-1
Evidence-2
Evidence-3
Original PDF file:
evi_20620511710-20150519193227319083_._B.pdf
Converted PDF file(s)  ( 2 pages)
Evidence-1
Evidence-2
Original PDF file:
evi_20620511710-20150519193227319083_._C.pdf
Converted PDF file(s)  ( 14 pages)
Evidence-1
Evidence-2
Evidence-3
Evidence-4
Evidence-5
Evidence-6
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Evidence-7
Evidence-8
Evidence-9
Evidence-10
Evidence-11
Evidence-12
Evidence-13
Evidence-14

CLASSIFICATION AND LISTING OF GOODS/SERVICES
Applicant proposes to amend the following class of goods/services in the application:
Current: Class 025 for Clothing, namely, t-shirts, shirts, pants, shorts, sweatshirts, sweatpants, tank tops,
underwear, socks, jackets, coats, hats, crop pants, tights, leg warmers, leggings, leotards, bodysuits,
headbands, pajamas and shoulder wraps, all for men, women and children
Original Filing Basis:
Filing Basis: Section 1(b), Intent to Use: The applicant has had a bona fide intention to use or use
through the applicant's related company or licensee the mark in commerce on or in connection with the
identified goods and/or services as of the filing date of the application. (15 U.S.C. Section 1051(b)).

Proposed:
Tracked Text Description: Clothing, namely, t-shirts, shirts, pants, shorts, sweatshirts, sweatpants, tank
tops, underwear, socks, jackets, coats, hats, crop pants, tights, leg warmers, leggings, leotards, bodysuits,
headbands, pajamas and shoulder wraps, all for men, women and children; Athletic apparel, namely, t-
shirts, shirts, pants, shorts, sweatshirts, sweatpants, tank tops, underwear, socks, jackets, coats, hats, crop
pants, tights, leg warmers, leggings, leotards, bodysuits, headbands, pajamas and shoulder wraps, all for
men, women and children; all of the foregoing expressly excluding cosmetics

Class 025 for Athletic apparel, namely, t-shirts, shirts, pants, shorts, sweatshirts, sweatpants, tank tops,
underwear, socks, jackets, coats, hats, crop pants, tights, leg warmers, leggings, leotards, bodysuits,
headbands, pajamas and shoulder wraps, all for men, women and children; all of the foregoing expressly
excluding cosmetics
Filing Basis: Section 1(b), Intent to Use: The applicant has a bona fide intention to use or use through
the applicant's related company or licensee the mark in commerce on or in connection with the identified
goods and/or services as of the filing date of the application. (15 U.S.C. Section 1051(b)).

SIGNATURE(S)
Request for Reconsideration Signature
Signature: /David M. Kramer/     Date: 05/19/2015
Signatory's Name: David M. Kramer
Signatory's Position: Attorney of record, District of Columbia bar member

Signatory's Phone Number: 202-799-4153

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereof; and to
the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the applicant in
this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute power
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of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.

The applicant is not filing a Notice of Appeal in conjunction with this Request for Reconsideration.

        

Serial Number: 85971050
Internet Transmission Date: Tue May 19 19:51:31 EDT 2015
TEAS Stamp: USPTO/RFR-206.205.117.10-201505191951319
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